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DETAILED ACTION 

1 . This is a first action on the merits. Claims 1 -1 2 are pending. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Objections 

Claim 7 is objected to because of the following informalities: The examiner 
suspects that the phrase "one of a drive unit mounted outside of the evacuable chamber 
and a drive unit mounted inside of the substrate holder" was intended to read "one of a 
drive unit mounted outside of the evacuable chamber or a drive unit mounted inside of 
the substrate holder," and has been interpreted as such for examination purposes. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-5, and 11 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Stevenson (US Patent No. 5421979). 

2. Regarding claim 1 , it is noted that the recitation of a "transferring to/from means" 
does not use the language "means for" (see MPEP 2181). The absence of the term 
"means for" or "step for" raises the rebuttable presumption that claim limitations are not 
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in means-plus-function form and thus are not to be interpreted according to 35 USC 
112, sixth paragraph. Similarly, the recitation of a "securing means" is not interpreted as 
invoking the provisions of 35 U.S.C. 112, 6 th paragraph. 

3. Regarding claim 1 , Stevenson describes a film forming apparatus (coating 
apparatus 30) comprising a transferring to/from means (injector arrangement 120) to 
transfer a substrate fixing jig (substrate carriers 66) fixedly holding a substrate 
(substrate 64) that is to be removably secured onto the outer circumferential surface of 
a substrate holder (substrate transporter 100) to/from the substrate holder (100) in the 
evacuatable chamber (vacuum chamber 32) (column 5, lines 63-66, column 7, lines 
10-14, and Fig. 2); and securing means (locking key 126) to releasably secure the 
substrate fixing jig (66) transferred by the transferring to/from means (120) onto the 
outer circumferential surface of the substrate holder (100) (column 7, lines 10-14, 58-68, 
and Fig. 6). 

4. Regarding claim 2, Stevenson describes a thin film forming apparatus (coating 
apparatus 30) characterized in that the substrate holder (substrate transporter 100) is 
installed rotatably about a horizontal rotating shaft (cylindrical axis 101), and the 
transferring to/from means (injector arrangement 120) transfers the substrate fixing jig 
in a horizontal direction (substrate carrier 66) (column 6, lines 56-64, Fig. 2). 

5. Regarding claim 3, Stevenson describes an apparatus characterized in that the 
transferring to/from means (injector arrangement 120) transfers the substrate fixing jig 
(substrate carriers 66) and the substrate (substrate 64) in an axial direction of the 
rotating shaft (substrate carriers 66) (Figs 2,10). 



Application/Control Number: 10/588,507 Page 4 

Art Unit: 1716 

6. Regarding claim 4, Stevenson describes an apparatus characterized in that the 
transferring to/from means (injector arrangement 120) transfers the substrate fixing jig 
(substrate carriers 66) and the substrate (substrate 64) in a direction parallel to an 
outer circumferential surface of the substrate holder (substrate transporter 100) (Figs 
2,10). 

7. Regarding claim 5, the transferring action of the transferring means (injector 
arrangement 120) of the apparatus of Stevenson and the securing action of the 
securing means (locking key 126) (column 7, lines 10-14, 58-68, and Fig. 6) are 
performed in vacuum chambers (vacuum chambers 32, 34) (column 5, lines 63-66). 

8. Regarding claim 1 1 , it is noted that the recitation of a "film forming means," a 
"sputtering means," a "deposition means," and a "CVD means" are not interpreted as 
invoking the provisions of 35 U.S.C. 112, 6 th paragraph, since they do not use the 
language "means for" (see MPEP 2181). 

9. Further regarding claim 1 1 , Stevenson an apparatus in which the film-forming 
means (deposition devices) is a sputtering means (sputtering device) (column 4, 
lines 8-13). 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stevenson in view of Kinoshita (US Patent No. 3977806). 

1 0. Regarding claim 6, the action of the securing means (locking key 126) of the 
apparatus of Stevenson is controlled by a motor (indexing motor 128) (column 7, lines 
21-26, and Fig. 2), but Stevenson does not explicitly state that the motor or securing 
means is controlled by an electric signal. However, the use of an electric signal to 
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control a motor was well-known to an ordinary artisan at the time of the invention, as 
exemplified by Kinoshita, which teaches a motor (motor 34) actuated by an electric 
signal (Kinoshita: column 5, lines 1 9-30). One of ordinary skill in the art at the time of 
the invention, needing to control the motor in the apparatus of Stevenson, would have 
readily appreciated that the use of an electric signal to control the motor would be an 
art-recognized solution used for the same intended purpose. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stevenson as applied to claims 1-5 and 11 above, and in further view of Kakehi 
(US Patent No. 4718681). 

1 1 . Regarding claim 7, it is noted that the recitation of a "securing means" is not 
interpreted as invoking the provisions of 35 U.S.C. 112, 6 th paragraph, since it does not 
use the language "means for" (see MPEP 2181). Similarly, the recitation of a "retaining 
means" is not interpreted as invoking the provisions of 35 U.S.C. 112, 6 th paragraph, 
since it does not use the language "means for." 

12. Regarding claim 7, Stevenson describes a mechanism (locking key 126) to hold 
a substrate fixing jig (substrate carriers 66), but does not describe mechanism in 
which the jig is held be pressing with retaining means and released by compressing the 
retaining means. However, Kakehi describes a mechanism for holding a work piece in a 
vacuum chamber in which the securing means (sample chucking apparatus 30) holds 
the work piece (wafer 1) in position by pressing with a retaining means (clip 32a, 
spring 34a) (Kakehi: column 2, lines 44-57 and Fig. 2). The securing means (30) of 
Kakehi further comprises a mechanism for releasing the wafer (1) from the holding by 
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compressing the retaining means (34a) by a drive unit (solenoid 31a) mounted inside 
the substrate holder (30) (Kakehi: column 2, lines 60-68, column 3, lines 1-22, and Figs. 
2, 3). Kakehi teaches that such asecuring means is simple and reliable (Kakehi: column 
1 , lines 50-61 ). One of ordinary skill in the art at the time of the invention, needing a 
simple and reliable mechanism for holding the jig in the apparatus of Stevenson, would 
therefore have found it prima facie obvious to make use of the securing mechanism of 
Kakehi. 

Claims 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stevenson as applied to claims 1-5 and 11 above, and in further view of Yoshioka 
(US Patent Application No. 2002/0079057). 

13. Regarding claim 8, Stevenson describes a mechanism (locking key 126) to hold 
a substrate fixing jig (substrate carriers 66), but does not describe mechanism in 
which the securing means secures the jig by magnetic force. However, Yoshioka 
describes an apparatus in which a work piece is held and transferred in a vacuum using 
a magnetic force (magnetic chuck), and that such a magnetically-actuated holder can 
be used to transfer the substrate through the load-lock chambers of the apparatus 
without exposing the substrate to the atmosphere (Yoshioka: paragraph 85). One of 
ordinary skill in the art at the time of the invention would have recognized the use of a 
magnetic securing means to hold and transfer a substrate in a vacuum chamber as the 
obvious selection of an art-recognized solution for the same intended use (see MPEP 
2144.07). 

14. Regarding claims 9-1 0, the apparatus of Stevenson comprises an evacuable 
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load/unload chamber (vacuum chamber 34, which functions as a load-lock chamber) 
which is connected to the evacuable chamber (vacuum chamber 32) via a valve (valve 
44) (Stevenson column 5, lines 63-68 to column 6, lines 1-10 and Fig. 2). Stevenson 
does not describe an intermediate transferring chamber located between the 
load/unload chamber and the processing chamber, as the load/lock chamber effectively 
function as a transferring chamber. However, such a configuration was well-known in 
the art at the time, as exemplified by Yoshioka, which uses an evacuable transferring 
chamber (vacuum transport unit 2) to move a substrate from an evacuable load/lock 
chamber (load lock chamber 3) to an evacuable processing chamber (process unit 1) 
(Yoshioka: paragraph 78, Fig. 2). One of ordinary skill in the art at the time of the 
invention would readily appreciate that the use of a transferring chamber would be an 
obvious, art-recognized solution for the same intended purpose of transferring a 
substrate into a processing chamber in a vacuum (see MPEP 2144.07). 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stevenson as applied to claims 1-5 and 11 above, and in further view of Tezuka 
(US Patent No. 4771730). 

15. Regarding claim 12, it is noted that the recitation of a "gas supplying means," a 
"plasma exposing means," an "ion irradiating means," and an "etching means" do not 
use the language "means for" (see MPEP 2181). The absence of the term "means for" 
or "step for" raises the rebuttable presumption that the claim limitations are not in 
means-plus-function form and thus are not to be interpreted according to 35 USC 112, 
sixth paragraph. 
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16. Further regarding claim 1 2, Stevenson teaches the use of a sputtering means to 
process a substrate, but does not explicitly teach one of a plasma exposure means, an 
ion irradiating means, or an etching means. However, it was known in the art at the time 
of the invention, as taught by Tezuka, that sputtering, ion etching, and plasma CVD are 
all common techniques for processing a substrate in a vacuum chamber (Tezuka: 
column 1 , lines 6-1 8). One of ordinary skill in the art at the time of the invention, 
motivated by a need to process the substrate in the apparatus of Stevenson via ion 
etching or plasma CVD would therefore have found it prima facie obvious to install a 
plasma exposing means, an etching means, or an ion irradiation means to the 
processing chamber of Stevenson. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Albert Hilton whose telephone number is (571)-270- 
5519. The examiner can normally be reached on Monday through Friday from 8:00 AM 
to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on (571)-272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Albert Hilton/ 
Examiner, Art Unit 1716 



/Parviz Hassanzadeh/ 

Supervisory Patent Examiner, Art Unit 1716 



